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Specification 

1 . The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Drawings 

2. Figure 2 is objected to under 37 CFR 1.83(a) because in this figure unit 12, 11, 16, and 14 
fail to show the proper labels or legend corresponding to all blocks as described in the 
specification. Any structural detail that is essential for a proper understanding of the disclosed 
invention should be shown in the drawing. MPEP § 608.02(d). Corrected drawing sheets in 
compliance with 37 CFR 1 .121(d) are required in reply to the Office action to avoid 
abandonment of the application. Any amended replacement drawing sheet should include all of 
the figures appearing on the immediate prior version of the sheet, even if only one figure is being 
amended. The figure or figure number of an amended drawing should not be labeled as 
"amended." If a drav^ng figure is to be canceled, the appropriate figure must be removed from 
the replacement sheet, and where necessary, the remaining figures must be renumbered and 
appropriate changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. Each drawing sheet submitted after the filing date of an application must be 
labeled in the top margin as either "Replacement Sheet" or "New Sheet" pursuant to 37 CFR 

1 .121(d). If the changes are not accepted by the examiner, the applicant will be notified and 
informed of any required corrective action in the next Office action. The objection to the 
drawings will not be held in abeyance. 
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Claim Objections 

3. Claims 12 and 20 are objected to because of the following informalities: the phrase "a 
selecting" is repeated. Appropriate correction is required. 

Claims 3, 25 and 32 are objected to because of the following informalities: the verb 'is' 
should be replaced with 'are'. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 36 and 37 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. These claims recite a software application and a computer file structure 
which failed to conjoin with the remaining claim elements. 

Claim Rejections - 35 USC § 102 

6. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

7. Claims 1-2, 4-5, 7, 9-10, 12-14, 23-24, 26-27, 30-31, 33-34, 36-37, and 38-39 are rejected 
under 35 U.S.C. 102(e) as being anticipated by Takahashi et al (US Pat. No. 6,856,760). 
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Regarding claim 1, Takahashi discloses a method of recording information on a 
recordable optical disc, comprising: 

selecting a plurality of digital still images (see coL 5 lines 57-62, plural pictures are 
taken, see col. 6 lines 1-9 and still picture memory (108) in fig. 1 stores still picture temporarily 
when fine still picture compressing xmit (106) performs a compressing process, i.e. still pictures 
are selected from 108 and compressed in 106); 

selecting an audio clip (see col. 6 lines 12-16; predetermined digital audios are selected 
fi-om the collected audios) 

encoding (see moving picture compressing unit (105) and multiplexing unit (1 12) in fig. 
1) the plurality of digital still images and the audio clip as a single MPEG bitstream (see col. 5 
line 65-col. 6 line 1, col. 6 lines 16-19); 

encoding (see fig. 1 fine still picture compressing unit (106)) each of the plurality of 
digital still images as a digital image file (see col. 6 lines 1-3, col. 6 line 64-col. 7 line 2); and 

recording the single MPEG bitstream and the plurality of digital image files on the 
recordable optical disc (see col. 6 lines 19-24). 

Regarding claim 2, Takahashi discloses each of the plurality of digital images files is a 
JPEG file (see col. 6 lines 1-4 and col. 8 lines 21-29 fine still pictures). 

Regarding claim 4, Takahashi discloses the step of selecting the audio clip comprises the 
step of selecting at least one audio clip firom an audio database comprising a plurality of audio 
clips (see col. 6 lines 12-16; predetermined digital audios are selected fi-om the collected audios). 

Regarding claim 5, Takahashi discloses the step of selecting a plurality of digital still 
images comprises the step of selecting at least one digital still image firom an image database 
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comprising a plurality of digital still images (see rejections of claim 1 above, see coL5 lines 57- 
62, plural pictures are taken, see coL 6 lines 1-9 and still picture memory (108) in fig. 1 stores 
still picture temporarily when fine still picture compressing unit (106) performs a compressing 
process, i.e. still pictures are selected from 108 and compressed in 106). 

Regarding claim 7, Takahashi discloses the steps of selecting a video clip from a video 
database (see col. 6 lines 4-7, moving picture memory (107) in fig. 1 stores moving picture 
temporarily when moving picture compressing unit (105) performs a compressing process, i.e. 
video clips are selected firom 107 and compressed in 105); and including the video clip as part of 
the MPEG bitstream (see col. 5 line 65-coL 6 line 1). 

Regarding claim 9, Takahashi discloses the recordable optical disc is a VCD compatible 
optical disc (see col. 7 lines 54-56, VCD contains MPEG I and sound). 

Regarding claim 10, Takahashi discloses the recordable optical disc is a DVD compatible 
optical disc (see col. 7 lines 50-52), 

Regarding claim 12, Takahashi discloses selecting a software application (see col. 8 lines 
63-67 and fig. 1 recording control imit (113)); and recording the software application on the 
recordable optical disc (see col. 7 lines 1-2). 

Regarding claim 13, Takahashi discloses selecting a computer file structure (see col. 7 
lines 47-50, root directory); and recording the computer file structure on the recordable optical 
disc (see col. 7 lines 50-57). 

Regarding claim 14, Takahashi discloses the audio clip is a user annotated audio clip (see 
microphone (1 10) in fig. 1 and col. 6 lines 12-13 and 44-46). 
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Claims 23, 30, 38 and 39 are rejected for the same reason as discussed in method claim 1 

above. 

Claims 24 and 3 1 are rejected for the same reason as discussed in claim 2 above. 
Claims 26-27 and 33-34 are rejected for the same reasons as discussed in claims 9-10 

above. 

Claims 36-37 are rejected for the same reasons as discussed in claims 12-13 above. 

Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

9. Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Takahashi in view 
of Ngai (US Pat No. 6,188,730). 

Claim 3 differs from Takahashi by requiring the plurality of digital still images to be 
downsampled prior to being encoded being as an MPEG bitstream. Takahashi does not 
specifically teach the still images downsampled prior to being encoded being as an MPEG 
bitstream, however Takahashi does teach that the size of the compressed screen is a thumbnail 
size (see col. 9 lines 13-26). 

In the same field of endeavor, Ngai discloses the process of downsampling prior to 
encoding (see fig. 2 downsampling processor (220) and video compression encoder (224)). Ngai 
fiirther discloses the compression method can be MPEG 2 (see col. 4 lines 48-55). Therefore, in 
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light of the teaching in Ngai it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to modify Takahashi downsampling the still images prior to 
encoding in order to reduce the amount of data which must be recorded by removing redundancy 
in the picture sequence. 

10. Claim 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over Takahashi 
Regarding claim 6, although Takahashi does not specifically discloses the step of 

selecting a digital still image as a background image, Takahashi discloses the fine still pictures 
can be recorded in different file format (see col. 1 1 lines 12-15). Official Notice is given that it is 
well known in the art to select digital still images as a backgroimd image. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made to 
modify Takahashi by selecting a background image from the digital still image in order to 
represent the subject. 

1 1 . Claims 1 1, 28 and 35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Takahashi. 

Regarding claim 1 1, Takahashi does not specifically discloses the recordable optical disc 
is a SVCD compatible optical disc, Takahashi discloses the recording medium is an optical disc 
(see col. 6 lines 19-24) that includes DVD, CD or VCD (see claim rejections 9 and 10, and col. 7 
lines 56-57). Official Notice is taken that it is well known in the art to record images compatible 
for SVCD using DVD drive. Therefore it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to create an album using SVCD in Takahashi DVD drive 
in order to provide user with a higher video bit rate than video CDs. 

Claims 28 and 35 are rejected for the same reasons as discussed in claim 1 1 above. 
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12. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Takahashi in view 
of Brewer (US Pat. No. 6,400,886). 

Regarding claim 8, cliam 8 differ from Takahashi in that the claim further requires the 
step of transcoding the video clip prior to including the video clip as part of the MPEG bitstream. 
Takahashi does not specifically teach the step of transcoding the video clip prior to including the 
video clip as part of the MPEG bitstream, however Takahashi does teach that the signal 
processing unit converts the electric signals to digital signals (see col. 6 lines 34-46). 

In the same field of endeavor Brewer discloses selected clips are decoded and re-encoded 
prior to creating a new MPEG bit stream (see col. 6 lines 41-50). Brewer further discloses if 
there are more fi-ames to be transcoded, selecting the clips and decoding then re-encoding 
continues (see col. 16 lines 23-30 and fig. 7 step 462 and step 464). Therefore in light of the 
teaching in Brewer it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Takahashi by providing a decoded and re-encoded process in 
order to generate an appropriate out-glue segment. 

13. Claims 15, 17-22, 25, and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Takahashi in view of Ngai. 

Regarding claim 15, limitations in claim 15 can be found in claims 1, 3, 4, 9-1 1 and 14. 
Therefore claim 15 is analyzed and rejected as previously discussed in claims 1, 3, 4, 9-1 1 and 

14. It is noted that Takahashi does teach a method of generating a multimedia enabled disc (see 
rejections of claims 9-11), comprising the steps of: 
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(a) selecting multimedia material, the multimedia material comprised of at least one 
audio clip from an audio database (see rejections of claim 4), at least one digital still image from 
an image database, and at least one video clip from a video database (see rejection of claim 5); 

(b) downloading the multimedia material (see col. 6 lines 19-24 and col. 7 lines 45-60); 

(c) downsampling the multimedia material (see claim rejection 3); 

(d) providing user annotated material (see claim 14 rejection); 

(e) generating a composite image of the multimedia material and user annotated material 
(see fig. 1 multiplexing unit (1 12) and col. 8 lines 60-63 and see microphone (110) in fig. 1 and 
col. 6 lines 12-13 and 44-46), 

(f) encoding the composite image to provide an MPEG file (see claim rejection 1); 

(g) encoding the digital still image to provide a digital image file (see claim rejection 1); 

(h) creating a disc image comprising the MPEG file and the digital image file (see claim 
rejections 1 and 9-11); and 

(i) creating the multimedia enabled disc comprised of the disc image (see claim rejection 
1 and 9-11). 

Claims 17-21 are rejected for the same reasons as discussed in claims 9-13 respectively 

above. 

Claims 22 and 29 are rejected for the same reason as discussed in claim 1 5 above. 

Claim 32 is rejected for the same reason as discussed in claim 2 above. 
12. Claim 16 is rejected under 35 U.S.C. 103(a) as being unpatentable over Takahashi in 
view of Ngai and fiirther in view of Brewer. 
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Regarding claim 16, the limitations in claim 16 can be found in claim 8 above. Therefore 
claim 16 is analyzed and rejected for the same reason as discussed in claim 8 above. 

Conclusion 

14. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Eyuboglu (US Pat No. 5,537,440) discloses the performance of transcoder. 

Maeda (US Pat. No. 6,798,977) discloses creating background from a plurality of still 

images. 

Schnorf (US Pat. No. 5,367,341) discloses recording files in SVCD. 
Belknap (US Pat. No. 6,804,295) discloses a technique for converting a video and audio 
to a slide show. 

Linker (US Pat. No. 6,901,378) discloses selecting a database. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to HELEN SHIBRU whose telephone number is (571) 272-7329. 
The examiner can normally be reached on M-F, 8:30AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, JAMES GROODY can be reached on (571) 272-7950. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Helen Shibru 
September 23, 2005 
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